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are present or should be raised, a Right 
of Appeal Notice limited to the identi-
fied issues shall be issued. Any appeal 
by the parties shall be conducted in ac-
cordance with §§ 1.959–1.983. 

(c) The Right of Appeal Notice shall 
be a final action, which comprises a 
final rejection setting forth each 
ground of rejection and/or final deci-
sion favorable to patentability includ-
ing each determination not to make a 
proposed rejection, an identification of 
the status of each claim, and the rea-
sons for decisions favorable to patent-
ability and/or the grounds of rejection 
for each claim. No amendment can be 
made in response to the Right of Ap-
peal Notice. The Right of Appeal No-
tice shall set a one-month time period 
for either party to appeal. If no notice 
of appeal is filed, the inter partes reex-
amination proceeding will be termi-
nated, and the Director will proceed to 
issue a certificate under § 1.997 in ac-
cordance with the Right of Appeal No-
tice. 

INTERVIEWS PROHIBITED IN Inter Partes 
REEXAMINATION 

§ 1.955 Interviews prohibited in inter 
partes reexamination proceedings. 

There will be no interviews in an 
inter partes reexamination proceeding 
which discuss the merits of the pro-
ceeding. 

EXTENSIONS OF TIME, TERMINATION OF 
PROCEEDINGS, AND PETITIONS TO RE-
VIVE IN Inter Partes REEXAMINATION 

§ 1.956 Patent owner extensions of 
time in inter partes reexamination. 

The time for taking any action by a 
patent owner in an inter partes reexam-
ination proceeding will be extended 
only for sufficient cause and for a rea-
sonable time specified. Any request for 
such extension must be filed on or be-
fore the day on which action by the 
patent owner is due, but in no case will 
the mere filing of a request effect any 
extension. See § 1.304(a) for extensions 
of time for filing a notice of appeal to 
the U.S. Court of Appeals for the Fed-
eral Circuit. 

§ 1.957 Failure to file a timely, appro-
priate or complete response or com-
ment in inter partes reexamination. 

(a) If the third party requester files 
an untimely or inappropriate com-
ment, notice of appeal or brief in an 
inter partes reexamination, the paper 
will be refused consideration. 

(b) If no claims are found patentable, 
and the patent owner fails to file a 
timely and appropriate response in an 
inter partes reexamination proceeding, 
the reexamination proceeding will be 
terminated and the Director will pro-
ceed to issue a certificate under § 1.997 
in accordance with the last action of 
the Office. 

(c) If claims are found patentable and 
the patent owner fails to file a timely 
and appropriate response to any Office 
action in an inter partes reexamination 
proceeding, further prosecution will be 
limited to the claims found patentable 
at the time of the failure to respond, 
and to any claims added thereafter 
which do not expand the scope of the 
claims which were found patentable at 
that time. 

(d) When action by the patent owner 
is a bona fide attempt to respond and to 
advance the prosecution and is sub-
stantially a complete response to the 
Office action, but consideration of 
some matter or compliance with some 
requirement has been inadvertently 
omitted, an opportunity to explain and 
supply the omission may be given. 

§ 1.958 Petition to revive terminated 
inter partes reexamination or claims 
terminated for lack of patent owner 
response. 

(a) If a response by the patent owner 
is not timely filed in the Office, the 
delay in filing such response may be 
excused if it is shown to the satisfac-
tion of the Director that the delay was 
unavoidable. A grantable petition to 
accept an unavoidably delayed re-
sponse must be filed in compliance 
with § 1.137(a). 

(b) Any response by the patent owner 
not timely filed in the Office may be 
accepted if the delay was uninten-
tional. A grantable petition to accept 
an unintentionally delayed response 
must be filed in compliance with 
§ 1.137(b). 
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APPEAL TO THE BOARD OF PATENT AP-
PEALS AND INTERFERENCES IN Inter 
Partes REEXAMINATION 

§ 1.959 Notice of appeal and cross ap-
peal to Board of Patent Appeals and 
Interferences in inter partes reexam-
ination. 

(a)(1) Upon the issuance of a Right of 
Appeal Notice under § 1.953, the patent 
owner involved in an inter partes reex-
amination proceeding may appeal to 
the Board of Patent Appeals and Inter-
ferences with respect to the final rejec-
tion of any claim of the patent by fil-
ing a notice of appeal within the time 
provided in the Right of Appeal Notice 
and paying the fee set forth in § 1.17(b). 

(2) Upon the issuance of a Right of 
Appeal Notice under § 1.953, a third 
party requester involved in an inter 
partes reexamination proceeding may 
appeal to the Board of Patent Appeals 
and Interferences with respect to any 
final decision favorable to the patent-
ability, including any final determina-
tion not to make a proposed rejection, 
of any original, proposed amended, or 
new claim of the patent by filing a no-
tice of appeal within the time provided 
in the Right of Appeal Notice and pay-
ing the fee set forth in § 1.17(b). 

(b)(1) Within fourteen days of service 
of a third party requester’s notice of 
appeal under paragraph (a)(2) of this 
section and upon payment of the fee 
set forth in § 1.17(b), a patent owner 
who has not filed a notice of appeal 
may file a notice of cross appeal with 
respect to the final rejection of any 
claim of the patent. 

(2) Within fourteen days of service of 
a patent owner’s notice of appeal under 
paragraph (a)(1) of this section and 
upon payment of the fee set forth in 
§ 1.17(b), a third party requester who 
has not filed a notice of appeal may file 
a notice of cross appeal with respect to 
any final decision favorable to the pat-
entability, including any final deter-
mination not to make a proposed rejec-
tion, of any original, proposed amend-
ed, or new claim of the patent. 

(c) The notice of appeal or cross ap-
peal in an inter partes reexamination 
proceeding must identify the appealed 
claim(s) and must be signed by the pat-
ent owner, the third party requester, or 

their duly authorized attorney or 
agent. 

(d) An appeal or cross appeal, when 
taken, must be taken from all the re-
jections of the claims in a Right of Ap-
peal Notice which the patent owner 
proposes to contest or from all the de-
terminations favorable to patent-
ability, including any final determina-
tion not to make a proposed rejection, 
in a Right of Appeal Notice which a 
third party requester proposes to con-
test. Questions relating to matters not 
affecting the merits of the invention 
may be required to be settled before an 
appeal is decided. 

(e) The times for filing a notice of ap-
peal or cross appeal may not be ex-
tended. 

(f) If a notice of appeal or cross ap-
peal is timely filed but does not com-
ply with any requirement of this sec-
tion, appellant will be notified of the 
reasons for non-compliance and pro-
vided with a non-extendable period of 
one month within which to file an 
amended notice of appeal or cross ap-
peal. If the appellant does not then file 
an amended notice of appeal or cross 
appeal within the one-month period, or 
files a notice which does not overcome 
all the reasons for non-compliance 
stated in the notification of the rea-
sons for non-compliance, that appel-
lant’s appeal or cross appeal will stand 
dismissed. 

[65 FR 76777, Dec. 7, 2000, as amended at 68 
FR 71007, Dec. 22, 2003] 

§ 1.961 Jurisdiction over appeal in inter 
partes reexamination. 

Jurisdiction over the inter partes re-
examination proceeding passes to the 
Board of Patent Appeals and Inter-
ferences upon transmittal of the file, 
including all briefs and examiner’s an-
swers, to the Board of Patent Appeals 
and Interferences. Prior to the entry of 
a decision on the appeal, the Director 
may sua sponte order the inter partes re-
examination proceeding remanded to 
the examiner for action consistent 
with the Director’s order. 

§ 1.962 Appellant and respondent in 
inter partes reexamination defined. 

For the purposes of inter partes reex-
amination, appellant is any party, 
whether the patent owner or a third 
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